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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD  

 
In re Supplemental Registration No. 3836388 
 
American University,  
                  
                 Petitioner,                                    
        v. 
 
The American University for 
     Science and Technology 
 
                 Respondent.                      
 

 
 
 
CANCELLATION NO. 92053315 
 

 

PETITIONER’S MOTION TO COMPEL RESPONDENT’S SUBSTANTIVE DISCOVERY RESPONSES 

 Petitioner, American University (“Petitioner”), by and through its counsel, hereby moves 

pursuant to 37 C.F.R. 2.120(e) and 523.01 of the Trademark Trial and Appeal Board Manual of 

Procedure for an order compelling the Respondent, The American University for Science and 

Technology (“Respondent”), to answer and respond substantively and without objection to 

Petitioner’s propounded interrogatories nos. 40-50 and document requests nos. 32-40. 

I. Background 

 In this cancellation, Petitioner has petitioned to cancel Respondent’s Supplemental 

Registration No. 3836388 for the mark THE AMERICAN UNIVERSITY FOR SCIENCE AND 

TECHNOLOGY on grounds of likelihood of confusion with Petitioner’s AMERICAN 

UNIVERSITY mark and U.S. Registration No. 4774583 for AMERICAN UNIVERSITY (which 

application had been pending since 2000, well before filing date of the application that resulted 

in the Respondent’s challenged Supplemental Registration). Petitioner also bases its petition on 

the grounds of dilution, non-lawful use of the mark, fraud and abandonment.  On April 8, 2015, 

Petitioner filed a First Amended Petition for Cancellation of Supplemental Registration No. 

3836388 (“Amended Petition for Cancellation”) (Docket No. 46), and on August 31, 2015, the 



Board granted Petitioner’s motion to amend and ordered the Respondent to answer the 

Amended Petition to Cancel by September 21, 2015 (Docket No. 49).  When the Respondent did 

not answer by this deadline, the Board issued an October 6, 2015 Notice of Default to the 

Respondent (Docket No. 50).  On November 17, 2015, the Interlocutory Attorney conducted a 

phone conference with the parties in which the Respondent was given five days to answer the 

Amended Petition for Cancellation.  On November 18, 2015, the Respondent filed a Response to 

that order (Docket No. 54).  As required by 37 C.F.R. §2.120 and before the Respondent’s 

previous counsel subsequently withdrew from the case, the parties conducted and participated 

in a discovery conference and exchanged initial disclosures. 

 On April 7, 2015, Petitioner served its Second Set of Interrogatories to Defendant 

(“Interrogatories”), Second Set of Document Requests to Defendant (“Document Requests”), 

and Second Set of Requests for Admission to Defendant (“Requests for Admission”).  Copies of 

Petitioner’s Interrogatories, Document Requests and Requests for Admission, as served on 

counsel for the Respondent are attached as Exhibits A, B, and C. 1  

Because of service by first class mail, the Respondent’s answers and responses to these 

Interrogatories, Document Requests, and Requests for Admission were originally due by May 12, 

2015.   

On November 13, 2015, Petitioner emailed the pro se representative of the Respondent to 

remind the Respondent of its discovery obligations, to demand responses to the Interrogatories 

and Document Requests, and to learn whether the Respondent intended to cooperate and 

respond to the Interrogatories and Document Requests.  A copy of the Petitioner’s November 13, 

2015, email to the pro se representative of the Respondent is attached as Exhibit E. The 

                                                           
1 On June 29, 2011, back when Respondent was represented by counsel, Petitioner also served its first set of 
discovery requests on Respondent, which included a First Set of Requests for Admission.  Respondent has also 
never responded to date to Petitioner’s First Set of Requests for Admission.  Petitioner includes a copy of its First 
Set of Requests for Admission as Exhibit D. 



Respondent has never responded to the November 13, 2015, email and to date has provided no 

responses to the Interrogatories and Document Requests.  The Petitioner also notes that the 

Respondent, in its November 18, 2015 Response to the Board (Docket No. 54) following the 

November 17, 2015 telephone conference conducted by the Interlocutory Attorney, stated in 

paragraph 9 of that Response, “The Respondent [has] already submitted all the information as 

requested by the Petitioner, and is unable to provide any additional details other than what has 

been already provided.” The Respondent also states at the end of that Response that it will 

produce official documents for review when ordered by the Board.  With these statements and 

the lack of response by the Respondent to the Petitioner’s discovery requests or the November 

13, 2015 email, the Petitioner respectfully submits that the Respondent makes clear that it is 

unwilling to cooperate with the discovery process without the order and direction of the Board, 

making this Motion necessary.   

The Respondent has also failed to provide any response to date to the Petitioner’s 

Requests for Admission.  According to Fed. R. Civ. P. 36(a)(3) and TBMP § 411.03, a party has 

thirty days to respond to requests for admission, and a matter is deemed admitted if not 

answered within the permitted time period.  Because the time period for responding has now 

passed for responding to both sets of the Petitioner’s Requests for Admission, the Petitioner 

hereby requests the Board to enter an Order that both sets of Petitioner’s Requests for 

Admission should be deemed admitted pursuant to Fed. R. Civ. P. 36(a)(3) and TBMP § 411.03.   

Under the current proceeding schedule, the discovery period has closed, the Board has 

issued a default notice to Respondent for failure to answer the Petitioner’s Amended Petition for 

Cancellation, and the Petitioner’s testimony period has not yet opened, making this motion 

timely. In the event that the Respondent cures its default, then the Petitioner needs to preserve 

its right to the discovery sought in the Interrogatories and Document Requests. The information 

sought by the Petitioner through its Document Requests and Interrogatories is relevant and 



necessary for the Petitioner to prepare for trial, and Petitioner therefore respectfully requests 

that the Respondent be ordered to provide substantive responses to Petitioner’s discovery 

requests.  The Petitioner also requests that the Board reset and extend the proceeding deadlines 

by sixty days from the date of deciding this Motion in order to afford the Respondent time to 

comply with any order issued by the Board on this motion and to afford the Petitioner time to 

review any responses from Respondent and prepare for trial. 

II.  Argument 

 The Board directs parties in an opposition to make a good faith effort to satisfy the 

discovery needs of their adversaries and to seek only such discovery as is proper and relevant to 

the specific issues involved in the proceeding.  TBMP §402.01.  When a party in an opposition 

fails to answer interrogatories or respond to document requests, the Trademark Rules permit 

the propounding party to file a motion to compel responses to its discovery after making a good 

faith effort by conference or correspondence to resolve with the other party the issues presented 

in the motion.  37 C.F.R. 2.120(e).  Prior Board decisions have found a telephone call to the 

counsel for the uncooperative party to be sufficient to demonstrate this good faith effort to 

resolve the failure to respond to discovery requests.  Envirotech Corp. v. Compagnie Des Lampes, 219 

USPQ 448, 450 (TTAB 1979) (good faith effort is required where there has been a complete 

failure to respond to discovery; telephone call to counsel sufficient).   

 Because the Respondent has not responded or objected to the Petitioner’s timely served 

Interrogatories and Document Requests, the Petitioner emailed the pro se representative for the 

Respondent, using the email address of record for the Respondent, on Friday, November 13, 

2015.  The specific purpose of that email was to learn whether the Respondent would cooperate 

and provide responses to the Petitioner’s Interrogatories and Document Requests.  Despite the 



Petitioner’s efforts to confer about its discovery requests, the Respondent has not responded to 

these discovery requests or to the November 13, 2015 email.   

 The Petitioner respectfully submits that its November 13, 2015, email to the Respondent 

complies with the requirement to make a good faith effort to resolve the discovery dispute 

before filing this motion and that the failure of the Respondent to respond to the document 

requests or the Petitioner’s communication asking for responses demonstrates that the parties 

cannot come to an accord about these discovery requests without the intervention of the Board.   

 Further, the Petitioner submits that its Interrogatories and Discovery Requests are 

proper and comply with Fed. R. Civ. P. 26(b)(1) in that they seek relevant, discoverable matter 

concerning the disputed issues in this proceeding and follow up on facts and information 

discovered during the March 13, 2015 discovery deposition of the principal of the Respondent. 

 Interrogatories Nos. 40-50  

These Interrogatories are relevant and seek discoverable information concerning the 

Respondent’s alleged offering of its services.  Because the Respondent has failed to make timely 

objections to the Interrogatories under Fed. R. Civ. Pro. 33(b)(4), the Respondent has waived its 

right to object on the merits to the Interrogatories as served.  The Petitioner requests that the 

Respondent be ordered to answer the Interrogatories substantively, without making objections 

on the merits.     

Document Requests 32-40 

 The Petitioner submits that all of the Document Requests propounded to the 

Respondent request discoverable matter under Rule 26(b)(1) of the Federal Rules of Civil 

Procedure and are therefore permissible for at least the following reasons.  Document Requests 

32-40 seek relevant and discoverable information concerning the Respondent’s offering of its 

services. 

III.  Conclusion 



 The Respondent’s failure to provide answers to the Petitioner’s Interrogatories and the 

failure to respond to the Document Requests or to produce any documents demonstrates 

disregard for the discovery rules.  Because the Respondent has failed to cooperate on a good faith 

basis with the discovery process in this proceeding, the Petitioner therefore respectfully 

requests that the Board order the Respondent to provide full and complete responses to the 

Petitioner’s Interrogatories and Document Requests, without objections on the merits, so that 

the Petitioner may adequately prepare for trial.  Additionally, because the Respondent has failed 

to respond to either set of the Petitioner’s Requests for Admission (Exhibits C and D) within 

the permissible time period for doing so, the Petitioner respectfully requests that the Board 

order that both sets of the Petitioner’s Requests for Admission stand as admitted. 

 Petitioner also respectfully requests that the Board reset and extend the proceeding 

deadlines by sixty days from the date of deciding this Motion or as appropriate.   

        Respectfully submitted, 

           
November 19, 2015    By: ___________________________________ 
       Joseph T. Nabor 
       Edward W. Gray, Jr. 
       Alisa C. Simmons 
       FITCH, EVEN, TABIN &  FLANNERY LLP 
       120 South LaSalle Street, Suite 1600 
       Chicago, Illinois 60603-3406 
       Telephone: 312.577.7000 
       Facsimile: 312.577.7007 
 
       Attorneys for Petitioner 



CERTIFICATE OF SERVICE 
 
 The undersigned hereby certifies that a copy of the foregoing PETITIONER’S MOTION 
TO COMPEL RESPONDENT’S SUBSTANTIVE DISCOVERY RESPONSES  was served via 
first class mail, postage paid, upon: 
 

Dr. M.A. Wahab 
The American University for Science and Technology 

18345 Ventura Boulevard, Suite 210 
Tarzana, CA  91356 

 
 

on this 19th day of November, 2015. 

       
      ___________________________________ 
      Alisa C. Simmons 
      FITCH, EVEN, TABIN & FLANNERY LLP 
      120 South LaSalle Street, Suite 1600 
      Chicago, Illinois 60603-3406 
      Telephone: 312.577.7000 
      Facsimile: 312.577.7007 
       Attorneys for Petitioner 
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WRITER'S PHONE:
312.629.7947

FITCH EVENTAB IN &FLANERY
INTELLECTUAL PROPERTY LAW I EST. IN 1859 WRITER'S EMAIL

ASIMMONS(!FITCHEVEN.COM

June 29, 2011

Via First Class Mail

Mr. Matthew H. Swyers
The Trademark Company, PLLC
344 Maple Avenue West, Suite 151
Vienna, VA 22180

Re: American University v. The American University for Science and Technology
Cancellation No. 92053315
Our Reference No.. 8802-98999

Dear Mr. Swyers:

We enclose Plaintiff American University's First Set of Requests for Admission
to Defendant in this cancellation proceeding.

We look forward to receiving your client's answers. Please contact us with any
questions.

Sincerely,
FITCH EVEN TABIN & FLANNERY0i~
Alisa C. Simmons

Enclosure

120 South LaSalle Street, Suite 1600, Chicago, Illinois 60603-3406 (312) 577-7000 Fax (312) 577-7007 www.fitcheven.com

Chicago San Diego Washington DC Los Angeles Boulder San Luis Obispo



8802,98999

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

American University,

Plaintiff,

)
)
)
) CANCELLATION No. 92053315
)
)
)
)
)
)
)
)
)

v.

The American University for Science
and Technology

Defendant.

Supplemental Reg. No. 3836388

Issued: August 17, 2010

PLAINTIFF'S FIRST SET OF REQUESTS FOR ADMISSION TO DEFENDANT

Plaintiff, American University (hereinafter "Plaintiff") requests that Defendant, The

American University for Science and Technology (hereinafter "AUST" or "Defendant"), answer

the following requests pursuant to the provisions of Rule 36 of the Federal Rules of Civi

Procedure and Rule 2.120 of the Trademark Rules of Practice under oath and within the thirty

(30) days of service hereof.

INSTRUCTIONS AND DEFINITIONS

Plaintiff incorporates by reference the Instructions and Definitions from Plaintif's First

Set of Interrogatories to Defendant and Plaintiff's First Set of Document Requests to Defendant.

Unless the terms of a particulaf request specifically indicate otherwise, the following additional

definitions and instructions are applicable through these requests and are incorporated into

each specific request:



AA. The term Defendant's Mark" as used herein shall mean the trademark shown in

Supplemental Registration No. 3836388 for the mark THE AMERICAN UNIVERSITY FOR

SCIENCE AND TECHNOLOGY.

BE. The term "American University Mark" as used herein shall mean the mark

AMERICAN UNIVERSITY shown in Application Serial No. 75901070.

cc. The term "A NEW AMERICAN UNIVERSITY Mark" as used herein shall mean

Registration No. 3559022 for the mark A NEW AMERICAN UNIVERSITY.

DD. The term "AMERICAN &: Design Mark" as used herein shall mean Registration

No, 3487343 for the mark AMERICAN &: Design.

EE. The term "AU AMERICAN Mark" as used herein shall mean Registration No.

3510753.

FF. The term "Plaintif's Marks" as used herein shall mean the marks shown in the

following: Registration No. 3559022 for A NEW AMERICAN UNIVERSITY, Registration No.

3510753 for AU AMERICAN, Registration No. 3487343 for AMERICAN &: Design, and

Application Serial No. 75901070 for AMERICAN UNIVERSITY.

GG. Answers to the following requests must specifically admit or deny the matter set

forth in the request or set forth in detail the reasons why you cannot truthfully admit or deny

the matter.

HH. If any of the following requests cannot be answered in full, they should be

answered to the extent possible, specifying the reason for the inability to answer the remainder

and stating any information or knowledge which the party answering has concerning the

unanswered portion. When good faith requires you to qualify an answer or deny only part of

the matter in a request, you must specify which part is true and qualify or deny the remainder.

2



II. Lack of information or knowledge may not be given as a reason for failure to

admit or deny, unless you state that you have made reasonable inquiries and that the

information known or readily obtainable by you is insuffcient to enable you to admit or deny

the request.

JJ. All objections shall be set forth with specificity and shall include a brief

statement of the grounds for such objections.

REQUESTS FOR ADMISSION

1. Admit that Defendant's Mark is similar to Plaintiff's Marks.

2. Admit that Defendant's Mark is similar to the American University Mark.

3. Admit that Defendant's Mark is similar to the A NEW AMERICAN UNIVERSITY

Mark.

4. Admit that Defendant's Mark is similar to the. AMERICAN &: Design Mark.

5. Admit that Defendant's Mark is similar to the AU AMERICAN Mark.

6. Admit that Defendant's Mark is similar in connotation to the American University Mark.

7. Admit that Defendant's Mark is similar in connotation to the A NEW AMERICAN

UNIVERSITY Mark.

8. Admit that Defendant's Mark is similçir in connotation to the AMERICAN &: Design

Mark.

9. Admit that Defendant's Mark is similar in connotation to the AU AMERICAN Mark.

10. Admit that Defendant's Mark contains the formative element "American University."

n. Admit that the dominant portion of Defendant's Mark is the "American University"

portion.

3
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23. Admit that there is a likelihood of confusion between Defendant's Mark and the A NEW

AMERICAN UNIVERSITY Mark.

24. Admit that there is a likelihood of confusion between Defendant's Mark and the

Plaintiff's Marks.

25. Admit that besides Defendant's Mark, Defendant has not used in the United States other

trademarks for its services containing the formative element "American University."

26. Admit that Defendant knew of Plaintiff prior to adopting Defendant's Mark.

27. Admit that Defendant knew of Plaintiff prior to filng a US. trademark application for

registration of Defendant's Mark in the United States.

28. Admit that Defendant knew of Plaintiff prior to amending Application Serial No.

77934189 to pursue registration on the Supplemental Register.

29. Admit that Defendant knew of Plaintiff's use of the American University Mark prior to

adopting Defendant's Mark.

30. Admit that Defendant knew of Plaintiff's use of the American University Mark prior to

filing a US. application for registration of Defendant's Mark in the United States.

31. Admit that Defendant knew of Plaintif's use of the American University Mark prior to

amending Application Serial No. 77934189 to pursue registration on the Supplemental Register.

32. Admit that Defendant knew of Plaintiff's use of the A NEW AMERICAN UNIVERSITY

Mark prior to adopting Defendant's Mark.

33. Admit that Defendant knew of Plaintiff's use of the A NEW AMERICAN UNIVERSITY

Mark prior to filing a US. application for registration of Defendant's Mark in the United States.

5



34. Admit that Defendant knew of Plaintiff's use of the A NEW AMERICAN UNIVERSITY

Mark prior to amending Application Serial No. 77934189 to pursue registration on the

Supplemental Register.

35. Admit that Defendant knew of Plaintif's use of the AU AMERICAN Mark prior to

adopting Defendant's Mark.

36. Admit that Defendant knew of Plaintiff's use of the AU AMERICAN Mark prior to fiing

a US. application for registration of Defendant's Mark in the United States.

37. Admit that Defendant knew of Plaintiff's use of the AU AMERICAN Mark prior to

amending Application Serial No. 77934189 to pursue registration on the Supplemental Register.

38. Admit that Defendant knew of Plaintif's use of the AMERICAN &: Design Mark prior to

adopting Defendant's Mark.

39. Admit that Defendant knew of Plaintif's use of the AMERICAN &: Design Mark prior to

fiing a US. application for registration of Defendant's Mark in the United States.

40. Admit that Defendant knew of Plaintiff's use of the AMERICAN &: Design Mark prior to

amending Application Serial No. 77934189 to pursue registration on the Supplemental Register.

41. Admit that Defendant knew of Plaintiff's use of PlaIntiff's Marks prior to adopting

Defendant's Mark.

. 42. Admit that Defendant knew of Plaintiff's use of Plaintif's Marks prior to filing a US.

application for registration of Defendant's Mark in the United States.

43. Admit that Defendant knew of Plaintiff's use of Plaintif's Marks prior to amending

Application Serial No. 77934189 to pursue registration on the Supplemental Register.

44. Admit that Defendant knew of Plaintif's Application Serial No. 75901070 for the

American University Mark prior to adopting Defendant's Mark.

6



45. Admit that Defendant knew of Plaintiff's Application Serial No. 75901070 for the

American University Mark prior to fiing a US. application for registration of Defendant's Mark

in the United States.

46. Admit that Defendant knew of Plaintiff's Application Serial No. 75901070 for the

American University Mark prior to amending Application Serial No. 77934189 to pursue

registration on the Supplemental Register.

47. Admit that Plaintiff fied Application Serial No. 75901070 for AMERICAN UNIVERSITY

before Defendant fied Application Serial No. 77934189.

48. Admit that Plaintiff fied Application Serial No. 75901070 for AMERICAN UNIVERSITY

before Defendant adopted Defendant's Mark.

49. Admit that Plaintiff fied Application Serial No. 75901070 for AMERICAN UNIVERSITY

before Defendant's alleged date of first use in its Application Serial No. 77934189.

50. Admit that Defendant knew of Plaintif's Registration No. 3559022 for the A NEW

AMERICAN UNIVERSITY Mark prior to adopting Defendant's Mark.

51. Admit that Defendant knew of Plaintiff's Registration No. 3559022 for the A NEW

AMERICAN UNIVERSITY Mark prior to filing a US. application for registration of Defendant's

Mark in the United States.

52. Admit that Defendant knew of Plaintiff's Registration No. 3559022 for the A NEW

AMERICAN UNIVERSITY Mark prior to amending Application Serial No. 77934189 to pursue

registration on the Supplemental Register.

53. Admit that Plaintif began using the American University Mark prior to the February) 12,

2010 filing date of Defendant's Application Serial No. 77934189 for the mark THE AMERICAN

UNIVERSITY FOR SCIENCE AND TECHNOLOGY.

7



54. Admit that Plaintiff began using the A NEW AMERICAN UNIVERSITY Mark prior to

the February 12, 2010 filing date of Defendant's Application Serial No. 77934189 for the mark

THE AMERICAN UNIVERSITY FOR SCIENCE AND TECHNOLOGY.

55. Admit that Plaintiff began using the AU AMERICAN Mark prior to the February 12,

2010 fiing date of Defendant's Application Serial No. 77934189 for the mark THE AMERICAN

UNIVERSITY FOR SCIENCE AND TECHNOLOGY.

56. Admit that Plaintiff began using the AMERICAN &: Design Mark prior to the February

12, 2010 fiing date of Defendant's Application Serial No. 77934189 for the mark THE

AMERICAN UNIVERSITY FOR SCIENCE AND TECHNOLOGY.

57. Admit that Plaintiff began using the Plaintiff's Marks prior to the February 12, 2010 fiing

date of Defendant's Application Serial No. 77934189 for the mark THE AMERICAN
i

UNIVERSITY FOR SCIENCE AND TECHNOLOGY.

58. Admit that Plaintif began using the Plaintiff's Marks prior to the Defendant amending

its Application Serial No. 77934189 for Defendant's Mark to pursue Supplemental registration.

59. Admit that Plaintiff began using the American University Mark prior to the July 15,2004

date of first use alleged by Defendant in Defendant's Application Serial No. 77934189 for the

mark THE AMERICAN UNIVERSITY FOR SCIENCE AND TECHNOLOGY.

60. Admit that Plaintiff began using the A NEW AMERICAN UNIVERSITY Mark prior to

the July 15, 2004 date of first use alleged by Defendant in Defendant's Application Serial No.

77934189 for the mark THE AMERICAN UNIVERSITY FOR SCIENCE AND TECHNOLOGY.

61. Admit that Plaintif began using the AU AMERICAN Mark prior to the July 15,2004

date of first use alleged by Defendant in Defendant's Application Serial No. 77934189 for the

mark THE AMERICAN UNIVERSITY FOR SCIENCE AND TECHNOLOGY.
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62. Admit that Plaintif began using the AMERICAN &: Design Mark prior to the July 15,

2004 date of first use alleged by Defendant in Defendant's Application Serial No. 77934189 for

the mark THE AMERICAN UNIVERSITY FOR SCIENCE AND TECHNOLOGY.

63. Admit that Plaintiff began using the Plaintiff's Mark prior to the July 15, 2004 date of

first use alleged by Defendant in Defendant's Application Serial No. 77934189 for the mark THE

AMERICAN UNIVERSITY FOR SCIENCE AND TECHNOLOGY.

64. Admitthat February 12,2010 is the earliest date on which Defendant may rely

concerning use or constructive use of Defendant's Mark in the United States.

65. Admit that Defendant first used Defendant's Mark in connection with services in United

States commerce after February 12, 2010.

66. Admit that Plaintif used the American University Mark in United States commerce

prior to Defendant's use of Defendant's Mark in United States commerce.

67. Admit that Plaintiff used the American University Mark in United States commerce

prior to the Defendant's existence.

68. Admit that Plaintiff used the American University Mark in United States commerce

prior to the Defendant's corporate formation.

69. Admit that Plaintiff used the A NEW AMERICAN UNIVERSITY MARK in United

States commerce prior to Defendant's use of Defendant's Mark in United States commerce.

70. Admit that Plaintif used the AMERICAN &: Design Mark in United States commerce

priorto Defendant's use of Defendant's Mark in United States commerce.

7L Admit that Plaintiff used the AU AMERICAN Mark in United States commerce prior to

Defendant's use of Defendant's Mark in United States commerce.

9



72. Admit that Plaintiff used Plaintiff's Marks in United States commerce prior to

Defendant's use of Defendant's Mark in United States commerce.

73. Admit that the services rendered or offered in connection with the Defendant's Mark

relate to educationservices.

74. Admit that the servces rendered or offered in connection with the Defendant's Mark

relate to post secondary level education.

75. Admit that the services rendered or offered in connection with the Defendant's Mark

relate to undergraduate level education services.

76. Admit that the services rendered or offered in connection with the Defendant's Mark

relate to graduate level education services.

77. Admit that the Plaintif renders education services.

78. Admit that the Plaintiff renders post secondary level education services.

79. Admit that the Plaintiff renders education servces in United States commerce.

80. Admit that the Plaintiff renders post secondary level education services in United States

commerce.

81. Admit that the Plaintif renders undergraduate level education services.

82. Admit that the Plaintiff renders graduate level education services.

83. Admit that the Plaintiff renders education services in connection with the American

University Mark.

84. Admit that the Plaintiff renders post secondary level education services in connection

with the American University Mark.

85. Admit that the Plaintiff renders undergraduate level education services in connection

with the American University Mark.

10



86. Admit that the Plaintiff renders graduate level education services in connection with the

American University Mark.

87. Admit that the Plaintif renders post secondary level education services in connection

with the Plaintiff's Marks.

88. Admit that the Plaintiff renders undergraduate level education servces in connection

with the Plaintiff's Marks.

89. Admit that the Plaintiff renders graduate level education servces in connection with the

Plaintif's Marks.

90. Admit that the services identified in Supplemental Registration No. 3836388 are related

to the Class 41 servces identified in Application Serial No. 75901070.

91. Admit that the services identified in Supplemental Registration No. 3836388 are related

to the Class 41 services identified in Registration Nos. 3559022, 3510753, and 3487343.

92. Admit that the servces rendered or offered in connection with the Defendant's Mark are

intended for consumers seeking post secondary level education services.

93. Admit that the services rendered or offered in connection with the Defendant's Mark are

intended for consumers seeking undergraduate level education services.

94. Admit that the services rendered or offered in connection with the Defendant's Mark are

intended for consumers seeking graduate level education servces.

95. Admit that Defendant advertises the services that it renders in connection with the

Defendant's Mark to consumers in the education market.

96. Admit that Defendant advertises the services that it renders in connection with the

Defendant's Mark to consumers seeking post secondary level education servces.

n



97. Admit that the services rendered in connection with the Defendant's Mark are rendered

or offered in the same channels of trade as the services rendered or offered by Plaintif.

98. Admit that the education services rendered in connection with the Defendant's Mark are

rendered or offered in the same channels of trade as the education services rendered or offered by

Plaintiff.

99. Admit that the servces rendered or intended to be offered in connection with

Defendant's Mark are targeted towards consumers of education services.

100. Admit that the servces rendered or intended to be offered in connection with

Defendant's Mark are targeted towards consumers of post secondary level education services.

101. Admit that the services rendered in connection with Defendant's Mark are related to the

servces rendered by Plaintiff in connection with the American University Mark.

102. Admit that the services rendered in connection with Defendant's Mark are

identical to the servces rendered by Plaintiff in connection with the American University Mark.

103. Admit that the services rendered in connection with Defendant's Mark are

related to the services rendered by Plaintif in connection with the A NEW AMERICAN

UNIVERSITY Mark.

104. Admit that the services rendered in connection with Defendant's Mark are

identical to the services rendered by Plaintiff in connection with the A NEW AMERICAN

UNIVERSITY Mark.

105. Admit that the services rendered in connection with Defendant's Mark are

related to the servces rendered by Plaintiff in connection with the AU AMERICAN Mark.

106. Admit that the services rendered in conneètion with Defendant's Mark are

identical to the services rendered by Plaintif in connection with the AU AMERICAN Mark.
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107. Admit that the services rendered in connection with Defendant's Mark are

related to the servces rendered by Plaintiff in connection with the AMERICAN &: Design Mark.

108. Admit that the services rendered in connection with Defendant's Mark are

identical to the services rendered by Plaintiff in connection with the AMERICAN &: Design

Mark.

109. Admit that the services rendered in connection with Defendant's Mark are

related to the services rendered by Plaintif in connection with Plaintif's Marks.

UO. Admit that the servces rendered in connection with Defendant's Mark are identical to

the services rendered by Plaintiff in connection with the Plaintiff's Marks.

111. Admit that customers encountering Defendant's Mark are likely to believe that such

mark is associated with Plaintiff.

112. Admit that prospective customers encountering Defendant's Mark are likely to

believe that such mark is associated with Plaintiff.

113. Admit that customers and prospective customers encountering Defendant's Mark

are likely to believe that such mark is affiliated with Plaintiff.

114. Admit that customers and prospective customers encountering Defendant's Mark

are likely to believe that such mark is sponsored by Plaintiff.

US. Admit that Defendant is aware of instances of actual confusion between

Defendant's Mark and the American University Mark.

116. Admit that Defendant is aware of instances of actual confusion between

Defendant's Mark and the A NEW AMERICAN UNIVERSITY Mark.

117. Admit that Defendant is aware of instances of actual confusion between

Defendant's Mark and the AMERICAN &: Design Mark.
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118. Admit that Defendant is aware of instances of actual confusion between

Defendant's Mark and the AU AMERICAN Mark.

119. Admit that Defendant is aware of instances of actual confusion between Defendant's

Mark and the Plaintiff's Marks.

120. Admit that Defendant's main website resides at the web address ww.austc.us.

121. Admit that at Defendant's website available at www.austc.us Defendant advertises

its education services.

122. Admit that at Defendant's website available at www.austc.us Defendant offers its

education servces.

123. Admit that Defendant has not received offcial accreditation for its education services

from any accrediting agency or authority within the United States.

124. Admit that Defendant has not received offcial accreditation for its education servces

from any accrediting agency or authority within the State of California.

125. Admit that Defendant has awarded undergraduate degrees to students in connection

with Defendant's Mark.

126. Admit that Defendant has awarded graduate degrees to students in connection with

Defendant's Mark.

127. Admit that Defendant has awarded to students diplomas bearing the Defendant's

Mark.

128. Admit that Defendant has issued student identifcation or enrollment cards bearing

the Defendant's Mark.

129. Admit that Defendant has issued to students transcripts bearing the Defendant's

Mark.
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130. Admit that Defendant has distributed certificates bearing the Defendant's Mark to

confirm student enrollment in its educational programs.

131. Admit that Defendant distributes course catalogs bearing the Defendant's Mark in

connection with the education services that it offers.

132. Admit that Defendant distributes course materials bearing the Defendant's Mark in

connection with the education services that it renders,

133. Admit that the Defendant uses a seal in connection with rendering and offering its

educational services.

134. Admit that the seal used by Defendant in connection with its educational services

incl:ides a drawing of a capitol building.

135. Admit that the seal used by Defendant in connection with its educational services

includes a drawing of the US. Capitol Building.

136. Admit that the seal that Defendant usesin connection with its educational servces is

accurately depicted here:

137. Admit that the seal used by Defendant in connection with its educational services

includes the words "American University."

138. Admit that Defendant adopted Defendant's Mark to trade off the goodwil built up by

Plaintiff in the American University Mark.

139. Admit that Defendant adopted Defendant's Mark to trade off the goodwil built up by

Plaintiff in the Plaintiff's Marks.

140, Admit that the registration of Defendant's Mark causes irreparable injury to Plaintiff.
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141. Admit that the registration of Defendant's Mark causes irreparable injury to the

American University Mark.

142. Admit that the registration of Defendant's Mark causes irreparable injury to Plaintiff's

Marks.

143. Admit that each of the documents that Defendant has produced in this proceeding is

authentic.

Respectfully submitted,

June 29, 20ll By: L~(l
Edward W. Gray,Jr.
Alisa C. Simmons
FITCH, EVEN, TABIN &: FLANNERY

120 South LaSalle Street, Suite 1600
Chicago, Ilinois 60603-3406
Telephone: 312.577.7000
Facsimile: 312.577.7007

Attorneys for Plaintiff
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CERTIFICATE OF SERVICE

The undersigned hereby certifes that a copy of the foregoing PLAINTIFF'S FIRST SET
OF REQUESTS FOR ADMISSION TO DEFENDANT was served via first class mail, postage
paid, upon:

MATTHEW H. SWYERS
THE TRADEMARK COMPANY, PLLC
344 MAPLE AVENUE WEST SUITE 151

VIENNA, VA 22180

on this 29th dayofJune, 2011. ~~
Edward W. Gray,Jr.
Alisa C. Simmons
FITCH, EVEN, TABIN &: FLANNERY
120 South LaSalle Street, Suite 1600
Chicago, Ilinois 60603- 3406
Telephone: 312.577.7000

Facsimile: 312.577.7007

Attorneys for Plaintiff
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1

Alisa C. Simmons

From: Alisa C. Simmons
Sent: Friday, November 13, 2015 10:47 AM
To: president@austc.us
Cc: Jon Birmingham
Subject: U.S. Cancellation Proceeding No. 92053315 between American University and The 

American University for Science and Technology - Our Ref. No. 8802-98999
Attachments: Second set of Interrogatories to Defendant.pdf; Second Set of Document Requests to 

Defendant.pdf; April 7 2015 Ltr to Dr. Wahab enc Second Sets of Discovery 
Requests.pdf

Dear��Dr.��Wahab:��
��
We��write��to��follow��up��with��you��in��connection��with��this��trademark��cancellation��before��the��Trademark��Trial��and��Appeal��
Board��of��the��U.S.��Patent��and��Trademark��Office.����This��inquiry��concerns��the��attached��discovery��requests��served��on��your��
organization��on��April��7,��2015.����To��date,��we��have��no��record��of��receiving��any��communication��from��The��American��
University��for��Science��and��Technology��(AUSTC)��responsive��to��these��discovery��requests.����Responses��to��these��discovery��
requests��are��long��overdue.����Please��let��us��know��if��you��will��be��providing��us��with��responses��to��these��discovery��requests.����If��
AUSTC��will��be��responding,��then��we��must��receive��responses��by��no��later��than��the��close��of��business��on��Wednesday,��
November��18,��2015.��
��
Please��let��us��know��if��you��should��have��any��questions.����We��would��appreciate��hearing��from��you��at��your��earliest��
convenience.��
��
Kind��regards,��
Alisa��
��
Alisa��C.��Simmons��| ��Attorney��
��

FITCH EVEN 
Fitch,��Even,��Tabin��&��Flannery��LLP 
120��South��LaSalle��Street,��Suite��1600����| ����Chicago,��Illinois����60603��
P��312.629.7947����| ����F��312.577.7007��
asimmons@fitcheven.com����| ����www.fitcheven.com��
��
This��email��message,��as��well��as��any��attachments,��contains��information��from��the��law��firm��of��Fitch,��Even,��Tabin��&��Flannery��LLP��that��may��be��confidential��and/or��legally��
privileged.��These��documents��are��intended��only��for��the��personal��and��confidential��use��of��the��addressee��identified��above.��If��you��are��not��the��intended��recipient��or��an��
agent��responsible��for��delivering��these��documents��to��the��intended��recipient,��you��are��hereby��notified��that��any��review,��disclosure,��copying,��distribution,��or��the��taking��of��
any��action��in��reliance��on��the��contents��of��this��transmitted��information��is��strictly��prohibited.��If��you��have��received��this��email��in��error,��please��immediately��notify��the��firm��
at��312�r577�r7000��and��delete��or��destroy��all��electronic��or��hard��copies��of��the��message��and��any��attachments.��Thank��you.����

��
��


